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DETAILED ACTION 

1 . Applicant's election without traverse of Group II (claims 13-24) and the species 
insecticidal transgene, insecticide, and chloronicotinyl insecticide in the reply filed 13 August 
2007, and species b (seed treated with a seed treatment) in the reply filed on 3 1 December 2007 
is acknowledged. As art was found on seed without a seed treatment, the restriction between 
seed treatment and no seed treatment is withdrawn. 

2. The use of numerous trademarks has been noted in this application. They should be 
capitalized wherever they appears and be accompanied by the generic terminology . 

Although the use of trademarks is permissible in patent applications, the proprietary 
nature of the marks should be respected and every effort made to prevent their use in any manner 
which might adversely affect their validity as trademarks. 

Claim Objections 

3. Claims 14-24 are objected to because of the following informalities: 
In claims 14-24, line 1, there should be a comma before "wherein". 

In claims 19 and 22, line 6, "sRNAi" should be replaced with — siRNA— . 

In claims 19 and 22, line 5, "or" should be replaced with a comma. 

In claims 20 and 23, line 2, "and" should be replaced with a comma. 

In claims 21 and 24, line 4, "and/or" should be replaced with a comma and in line 5, 
"and" should be replaced with a comma. 

In claims 21 and 24, part (h), there is a plurals disagreement in the recitation "a 
biological/fermentation products" (emphasis added). 
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Claim Rejections - 35 USC § 112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

5. Claims 21 and 24 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter that Applicant regards 
as the invention. Dependent claims are included in all rejections. 

Claims 21 and 24 are indefinite because it appears that the seed blend must be coated 
with all of agents a) through j). If that is not the intent, the claims should be written in proper 
Markush forma, that is "selected from the group consisting of A, B, C and D." See MPEP § 
2173.05(h). For purposes of examination, use of only one pesticide was assumed. Such 
treatment does not relieve Applicant of the responsibility to respond to this rejection. 

A broad range or limitation together with a narrow range or limitation that falls within the 
broad range or limitation (in the same claim) is considered indefinite, since the resulting claim 
does not clearly set forth the metes and bounds of the patent protection desired. See MPEP § 
2173.05(c). Note the explanation given by the Board of Patent Appeals and Interferences in Ex 
parte Wu, 10 USPQ2d 2031, 2033 (Bd. Pat. App. & Inter. 1989), as to where broad language is 
followed by "such as" and then narrow language. The Board stated that this can render a claim 
indefinite by raising a question or doubt as to whether the feature introduced by such language is 
(a) merely exemplary of the remainder of the claim, and therefore not required, or (b) a required 
feature of the claims. Note also, for example, the decisions of Ex parte Steigewald, 131 
USPQ 74 (Bd. App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948); and Ex parte Hasche, 
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86 USPQ 481 (Bd. App. 1949). In the present instance, claim s 21 and 24, part (f), recite the 
broad recitation diacylhydrazines, and the claims also recite halofenozide, which is the narrower 
statement of the range/limitation. 

Claims 21 and 24 contain the trademark/trade name "diazinion" and may contain other 
trademarks. Where a trademark or trade name is used in a claim as a limitation to identify or 
describe a particular material or product, the claim does not comply with the requirements of 35 
U.S.C. 1 12, second paragraph. See Ex parte Simpson, 218 USPQ 1020 (Bd. App. 1982). The 
claim scope is uncertain since the trademark or trade name cannot be used properly to identify 
any particular material or product. A trademark or trade name is used to identify a source of 
goods, and not the goods themselves. Thus, a trademark or trade name does not identify or 
describe the goods associated with the trademark or trade name. In the present case, the 
trademark/trade name is used to identify/describe a specific organophospahte and, accordingly, 
the identification/description is indefinite. 



Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the date of application for patent in the United States. 

7. Claim 14 is not interpreted as limiting the seed blend to one in which the refuge seed has 
a second transgene, as the claim only lists possible transgenes without requiring that the refuge 
seed has it. Similarly, claim 17, and all dependent claims, is not interpreted as limiting the seed 
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to having a seed treatment, as the claim only lists possible treatment without requiring that the 
seed has it. 

8. Claims 13-24 are rejected under 35 U.S.C. 102(b) as being anticipated by Lambert et al 
(1996, Proc. Beltwide Cotton Conf. 2:931-935). 

Lambert et al teach cotton seed blends of 85% Bt transformed seed: 15% non-Bt 
transformed seed and 75% Bt:25% non-Bt (pg 932, column 1, paragraph 1). The blends do not 
have seed treatment. 

Claim Rejections - 35 USC §103 

9. The following is a quotation of 35 U.S.C. 103(a), which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

10. Claims 13-24 rejected under 35 U.S.C. 103(a) as being unpatentable over Lambert et al 
(1996, Proc. Beltwide Cotton Conf. 2:931-935) in view of Turnblad et al (1998, US Patent 
5,849,320). 

The claims are drawn to seed blends comprising seeds transformed with an insecticidal 
transgene and seeds not so transformed, wherein both kinds of seeds are treated with a 
chloronicotinyl insecticidal agent. 

The teachings of Lambert et al are discussed above. Lambert et al do not disclose 
treatment of the seeds with a chloronicotinyl insecticidal agent. 
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Turnblad et al teach an insecticidal coating for seeds, including cotton, in which the 
possible insecticides include the chloronicotinyl imidacloprid (column 4, lines 20-28, claim 9). 

At the time the invention was made, it would have been obvious to one of ordinary skill 
in the art to modify the seed blends taught by Lambert et al, to coat them with an insecticide as 
described in Turnblad et al. One of ordinary skill in the art would have been motivated to do so 
because seed treatment is an effective method of controlling insect pests (Turnblad et al, column 
2, lines 7-12) and because Lambert et al teach that yields are higher from Bt cotton treated with 
synthetic insecticides (pg 933, left column, paragraphs 1-2; Tables 1-7). One of skill in the art 
would want to maximize yield by applying insecticide to the seeds while using a seed blend to 
facilitate ease of providing a refuge. 

1 1 . Claims 13-24 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kennedy et 
al (1995, J. Econ. Entolmol. 88:454-460) in view of in view of Turnblad et al (1998, US Patent 
5,849,320). 

The claims are drawn to seed blends comprising seeds transformed with one insecticidal 
transgene and seeds transformed with a second insecticidal transgene, wherein both kinds of 
seeds are treated with a chloronicotinyl insecticidal agent. 

Kennedy et al teach seed blends and expression of multiple toxins (pg 459, left column, 
paragraph 2). Kennedy et al do not disclose seed blends comprising seeds transformed with one 
insecticidal transgene and seeds transformed with a second insecticidal transgene or blends in 
which the seeds are treated with a chloronicotinyl insecticidal agent. 

The teachings of Turnblad et al are discussed above. 
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At the time the invention was made, it would have been obvious to one of ordinary skill 
in the art to modify the seed blends as taught by Kennedy et al, to combine multiple toxins and 
seed blends and to coat the seed blends with an insecticide as described in Turnblad et al. One of 
ordinary skill in the art would have been motivated to do make the blends be of seeds 
transformed with one insecticidal transgene and seeds transformed with a second insecticidal 
transgene because Kennedy teaches both seed blends and multiple toxins as important resistance 
management strategies; selection of multiple toxins in a single seed versus multiple toxins in the 
form of a different toxin in each kind of seed in a blend would be an obvious design choice. 
Further, the latter would allow sellers to more easily mix and match resistances according to 
need and market, without having to transform a second resistance gene into a plant that has a 
first. One of ordinary skill in the art would have been motivated to coat the seed blends with an 
insecticide because seed treatment is an effective method of controlling insect pests (Turnblad et 
al, column 2, lines 7-12), and because Kennedy et al teaches the importance of having all 
strategies in one convenient package (pg 459, left column, paragraph 3). 



Conclusion 

12. No claim is allowed. 

13. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Anne R. Kubelik, whose telephone number is (571) 272-0801. 
The examiner can normally be reached Monday through Friday, 8:30 am - 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anne Marie Grunberg, can be reached at (571) 272-0975. 

The central fax number for official correspondence is (571) 273-8300. 

Patent applicants with problems or questions regarding electronic images that can be 
viewed in the Patent Application Information Retrieval system (PAIR) can now contact the 
USPTO's Patent Electronic Business Center (Patent EBC) for assistance. Representatives are 
available to answer your questions daily from 6 am to midnight (EST). The toll free number is 
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(866) 217-9197. When calling please have your application serial or patent number, the type of 
document you are having an image problem with, the number of pages and the specific nature of 
the problem. The Patent Electronic Business Center will notify applicants of the resolution of 
the problem within 5-7 business days. Applicants can also check PAIR to confirm that the 
problem has been corrected. The USPTO's Patent Electronic Business Center is a complete 
service center supporting all patent business on the Internet. The USPTO's PAIR system 
provides Internet-based access to patent application status and history information. It also 
enables applicants to view the scanned images of their own application file folder(s) as well as 
general patent information available to the public. 

For all other customer support, please call the USPTO Call Center (UCC) at 800-786- 

9199. 

Anne Kubelik, Ph.D. 
March 28, 2008 

/Anne R. Kubelik/ 

Primary Examiner, Art Unit 1638 



